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Serial No. 74/523,981

John A. Cdifford of Merchant & Gould P.C. for The Post
Ofice.

Melvin T. Axilbund, Trademark Exam ning Attorney, Law
Ofice 113 (Meryl Hershkow tz, Managi ng Attorney).

Bef ore Chapman, Bottorff and Drost, Adm nistrative
Trademar k Judges.

Qpi ni on by Chapman, Adm nistrative Tradenmark Judge:

On May 12, 1994, The Post Ofice (a United Kingdo
corporation |ocated in London, England) filed an
application to register the mark BRI TI SH POST OFFI CE f
the foll owi ng goods and services, as amended:

(1) “electrical, electronic and optical apparatus
and instrunents, all for use in handling,
processi ng and sorting of goods, nanely address
readers, sorters, bar code readers, optica
readi ng machines for sorting packets and letters,
opti cal reading machi nes for readi ng addresses or
address codes on packets and letters and appl yi ng
correspondi ng nmachi ne-readabl e optical indicia
thereon for further sorting, electrical and

el ectroni ¢ machi nes for applying machi ne-readabl e
optical indicia to packets and letters;
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conputers, conputer prograns, magnetic discs and
tapes, all for the storage and transm ssion of
data in the field of handling, processing,
sorting and tracking goods; and parts for all the
af oresaid goods” in International Cass 9;

(2) “paper cardboard, cardboard articles, nanely
boxes, dividers for boxes, tubes; filing trays;
stanp di spensers; packaging materials, nanely
paper bags, boxes, mailing tubes, plain wapper
paper, fillers, and envel opes; printed matter,
nanmel y special handling forns, pricing |ists,
instruction sheets in the use of postal services;
printed postcards and greeting cards; printed
tickets, blank and printed | abels; philatelic
products, nanely stanps, collection books, stanp
nounting materials; stationery; office

requi sites, nanely stanp di spensers, bl ank

addr ess books, blank address cards and card
files, and witing paper; postal noney orders;
postal special handling orders; maps; blank paper
and paper cards for the recordal of conputer
prograns and data; printed instructional and
teaching materials in the fields of packaging,
addressi ng and delivery options for goods and
correspondence and for stanp collecting” in

I nternational C ass 16;

(3) “transm ssion of nessages, telegrans,

i nformation and data by manual, nechani cal

el ectronic, optical, telephone, telex, cable,
conputer and satellite neans” in Internationa
Cl ass 38;

(4) “collection, storage and delivery of
correspondence, packets, packages, parcels,
newspapers, freight and of goods, all by road,
rail, air or water; courier services; unloading
of cargo; rental of mail boxes; guarded transport
of valuables; rental of vehicles; freight

f orwar di ng, warehousi ng; rental of warehouses” in
I nternational Cass 39; and

(5) “catering services; conputer programmng for
ot hers; chem cal technol ogi cal research
materials testing; industrial design and
packagi ng desi gn services; engineering draw ng;
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engi neering services; provision of facilities for

exhi bitions; printing; security consultations” in

I nternational C ass 42.

The application is based on applicant’s assertion of a bona
fide intention to use the mark in comerce which the U S
Congress may regul ate. Applicant disclainmd the words
“POST OFFI CE.”

The Exami ning Attorney has finally refused
registration on two grounds: (1) that applicant |acks
authority to use “post office” under 18 U . S.C. 81729, and
(2) that the mark is primarily geographically descriptive
under Section 2(e)(2) of the Trademark Act, 15 U.S.C
81052(e)(2).

Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs. Applicant did not
request an oral hearing.

We consider first the refusal to register under 18
U S.C 81729, and we nust address the Exam ning Attorney’s
basis for this specific refusal to register. As explained
in the Trademark Manual of Exam ning Procedure at TMEP
81205.01, various federal statutes prohibit or restrict the
use of certain, words, nanes, marks, insignia, seals, etc.

In that sane section of the Manual there is further

expl anation, as follows:
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Usually the statute will define the
appropriate use of a designation and

Wi |l prescribe crimnal penalties or
civil renedies for inproper use.
However, the statutes thensel ves do not
provi de the basis for refusal of
trademark registration. ... If a
statute provides that a specific party
or government agency has the exclusive
right to use a designation, and a party
ot her than that specified in the
statute has applied to register such
desi gnati on, the exam ning attorney
nmust refuse registration under al
appropriate sections of the Trademark
Act and reference all rel evant
statutory provisions.

The Manual goes on to explain various possible
refusals to regi ster under the Tradenmark Act, such as,
applicant’s use of the mark woul d be unl awful under the
referenced statute (Sections 1 and 45 of the Trademark Act,
15 U.S. C. 881051 and 1127); or Section 2(a), 15 U.S.C
8§1052(a), falsely suggesting a connection with the
institution or person specified in the statute; or Section
2(b), 15 U.S.C. 81052(b), matter conprising a flag, coat of
arnms, etc.

The Exam ning Attorney described this particular

refusal as “a refusal based on the federal crim nal code.”EI

! The Examining Attorney stated in his brief on appeal that

regi stration was not refused under Section 2(a) because although
the words “post office” in applicant’s mark “may fal sely suggest
a connection with the United States Postal Service, the
additional termBRITISH mlitates against [such] an inference...”
(enmphasis in original).
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(Brief, p. 3.) However, as is clear fromthe TMEP
refusals to register trademarks nust be grounded in the
Trademark Act. Based on the argunents and record before
us, we construe the Exam ning Attorney’s refusal to

regi ster under 18 U.S.C. 81729 to be one based on Sections
1 and 45 of the Tradenmark Act, i.e., that applicant’s use
of this mark would be unlawful under 18 U.S.C. 81729.

The specific statute, 18 U.S.C. 81729 “Post office
conducted wi thout authority,” reads, inits entirety, as
fol | ows:

Whoever, wi thout authority fromthe
Postal Service, sets up or professes to
keep any office or place of business
bearing the sign, nanme, or title of
post office, shall be fined under this
title.

It is inportant to note that inasnuch as 18 U S. C
81729 is a crimnal statute, it nust be strictly construed.
See United States ex rel. Federal Bureau of Investigation
v. Societe Anonyne Francaise M Bril and Co., __ F. Supp.
_, 187 USPQ 685, 688 (D.D.C. 1975).

The Board cases regarding unl awful use require a high
standard be net, i.e., clear and convincing evidence that
use woul d constitute a material violation of the applicable

law. In fact, the Board has stated in the past that we

will normally hold use of a mark in comrerce unlawful only
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when the issue of | awful ness has previously been determ ned
by a court or governnental agency havi ng conpetent
jurisdiction under the statute involved, or where there has
been a per se violation of a material portion of the
statute regulating the sale of a party’s goods and/ or
services. See CGeneral MIls Inc. v. Health Vall ey Foods,
24 USPd 1270 (TTAB 1992); Kellogg Co. v. New Ceneration
Foods, Inc., 6 USPQ2d 2045 (TTAB 1988); and Sati ni ne
Societa in None Collettivo di SSA. e M Usellini v. P.A B
Produits et Appareils de Beaute, 209 USPQ 958 (TTAB 1981).
Here a crimnal statute is involved, which makes it even
nore inperative that any violation be a clear per se
violation of a material portion of the statute or

determ ned by a court having conmpetent jurisdiction under
the statute.

Fromthe record before us, we cannot say that if
appl i cant conmences use of its applied-for mark in commerce
whi ch nmay be regul ated by Congress, such use woul d be
unl awful under 18 U.S.C. 81729, as would constitute a basis
for refusal under Sections 1 and 45 of the Trademark Act.

We turn nowto the refusal to register under Section
2(e)(2). The Examining Attorney contends that the primry
significance of the term BRI TISH is geographic; that the

addition of the generic or highly descriptive words “POST
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OFFI CE” to the geographic term does not negate the
geographic nature of applicant’s mark; and that because
applicant’s goods and services would conme fromthe
geogr aphi cal place naned, a public association with the
pl ace nanmed wi |l be presuned.
In support of the refusal to register, the Exam ning

Attorney submtted the follow ng dictionary definitions:

(1) BRITISH “adj. 1. of or pertaining

to Geat Britain or its inhabitants...

n. 3. the people native to or

i nhabiting Geat Britain...,” Random
House Unabridged Dictionary (2nd ed.);

(2) BRITISH, “adj. 1. O, pertaining
to, or characteristic of Geat Britain
the United Kingdom or the British

Enpire..., n. 1. (used with a pl. verb)
The people of Geat Britain...,” The
Anerican Heritage Dictionary (2nd ed.);
and

(3) POST OFFICE, “1. an office or
station of a governnent postal system
at which mail is received and sorted,
fromwhich it is dispatched and

di stributed, and at which stanps are
sold or other services rendered...,”
Random House Unabri dged Dictionary (2nd
ed.).

Applicant argues that “undue focus has been placed on
the word BRI TI SH and insufficient consideration has been
given to the words POST OFFI CE as part of a conposite mark”
(brief, p. 3); and that applicant’s w de variety of goods

and services “denponstrate that it is unreasonable to
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concl ude that purchasers woul d perceive the goods and
services as comng fromBritain or the United Ki ngdont
(brief, p. 4). Further, applicant specifically argues as
follows that the mark BRI TI SH POST OFFI CE i s uni que and
identifies applicant as the source of the goods and

servi ces:

(1) The mark BRI TI SH POST OFFICE is

rat her uni que, first because it
represents the trademark of a
governnental entity of the United

Ki ngdom (conmonly referred to as ‘ G eat
Britain ), and because the Post Ofice
of the United Kingdomis an entity with
no conpetitors, much as the United
States Postal Service is organized.

Thus, the fact that the term ' British
appears in BRI TI SH POST OFFI CE does not
make it geographically descriptive, but
rather acts as the sole identifier to

t he sol e organi zati on enpowered to
deliver mail within the United Ki ngdom
(Applicant’s Cctober 31, 1997 response
to an Ofice action, unnunbered pp. 3-
4); and

(2) ...the term* British’ these days
means of or pertaining to the United
Ki ngdom as there is no adjective
derived from* United Kingdom’

It therefore follows that BRI TI SH POST
OFFI CE can only refer to one

organi zation and one only, which is
Applicant. There can be no other post
office in the United Kingdomas a
result of the statute, and indeed there
is not one. Although the term ‘ post
office’ is, as the Exam ning Attorney
suggests, a generic one in the sense
that it describes an organi zation or
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station as nentioned in the dictionary
description, such businesses are

nati onal and once you identify the
nation, you have identified the

busi ness. (enphasis in original)
(Applicant’s Decenber 28, 1998 response
to an Ofice action, p. 3).

In order for a mark, or a portion thereof, to be
considered primarily geographically descriptive under
Section 2(e)(2), it is necessary to showthat (i) the mark
or relevant portion is the name of a place known generally
to the public, and that (ii) the public would make a goods
and/ or services/place association, that is, believe that
t he goods and/or services for which the mark or rel evant
portion is sought to be registered originate in that place.
See, e.g., University Book Store v. University of Wsconsin
Board of Regents, 33 USPQ2d 1385, 1402 (TTAB 1994); and In
re California Pizza Kitchen, Inc., 10 USPQ2d 1704 (TTAB
1988), citing In re Societe Generale des Eaux M nerals de
Vittel S.A, 824 F.2d 957, 3 USPQ2d 1450 (Fed. Gir. 1987).
Mor eover, where there is no genuine issue that the
geogr aphical significance of atermis its primary
significance, and where the geographical place naned is
nei t her obscure nor renote, a public association of the
goods and/or services with the place may ordinarily be

presuned fromthe fact that the applicant’s goods and/or

services conme fromthe geographical place naned in the
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mark. See, e.g., Inre California Pizza Kitchen, Inc.,
supra; and In re Handler Fenton Westerns, Inc., 214 USPQ
848, 850 (TTAB 1982).

The dictionary definitions establish a prim facie
case that the primary significance of the term“BRITISH is
geographic. Even though the term“BRI TI SH enconpasses
“Great Britain,”ﬂit is a specifically defined geographic
area which is neither vague nor renpte or obscure in the
context of consuner awareness.

Considering the first part of the test, we find the
evi dence clearly establishes that “BRITISH is the nanme of
a place known generally to the public. It identifies a
specifically defined geographic area, albeit involving nore
than one political entity. See Burke-Parsons-Bow ey Corp.
v. Appal achian Log Hones, Inc., 871 F.2d 590, 10 USPQd
1443, 1444 (6th G r. 1989) (“Appalachian” in the mark
APPALACHI AN LOG STRUCTURES found to define a specific |arge
geographic region); and In re Md-Wst Abrasive Co., 146
F.2d 1011, 64 USPQ 400 (CCPA 1945) (based primarily on a

dictionary definition, “Md-Wst” found to refer to a

2 W take judicial notice of the follow ng definitions from The
Anerican Heritage Dictionary: (1) “Great Britain” is defined as
“An island off the western coast of Europe, occupying 88, 745
square mles and conprising England, Scotland, and Wl es.
Popul ati on 54,023,000. Also called ‘Britain’”; and (2) “United
Ki ngdon? is defined as “In full, United Kingdomof Geat Britain
and Northern Ireland....” See TBWMP §712.01

10
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speci fic geographic place). Further, the term“BRITISH
POST OFFICE” retains the primarily geographic character of
“BRI TI SH" because, in the context of the entire mark, it
i ndicates the nation in which the involved “POST CFFICE" is
| ocated, and from which the goods and servi ces would
emanat e.

This leads to a consideration of the second part of
the test, and there is no dispute that applicant is a
corporation of the United Kingdom (Great Britain) and is
| ocated there. Thus, applicant has a specific and clear
| egal connection to the place named in the mark, and in
fact, applicant is the governnment entity enpowered to offer
t he goods and services of a “post office” in Geat Britain.
Applicant does not dispute that, if it conmences use of
this mark for these goods and services, the goods and
services would emanate from G eat Britain. Thus, we
presune a public association of the goods and services with
the place fromthe fact that applicant’s goods and services
woul d conme from the geographical place nanmed in the mark.

Because both parts of the enunciated test have been
met, we find BRITISH POST OFFICE is primarily
geographically descriptive. See In re Conpagnie Generale
Maritime, 993 F.2d 841, 26 USPQR2d 1652 (Fed. Gir.

1993) (FRENCH LINE in stylized lettering for a wide variety

11
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of goods and services held primarily geographically
descriptive.) See also, Inre California Pizza Kitchen
Inc., supra (the primary significance of the term
“California” in the mark CALI FORNI A Pl ZZA KI TCHEN f or
restaurant services held geographical — the terns Pl ZZA
KI TCHEN were disclainmed); and In re Qoryland USA Inc., 1
UsSPQ2d 1409 (TTAB 1986) (the primary significance of the
term“Nashville” in the mark THE NASHVI LLE NETWORK f or
tel evi si on program production services and distribution of
tel evision programmng to cable television systens held
geogr aphi cal ).

We are not persuaded otherwi se by applicant’s
argunents to the contrary. The term®“POST OFFICE’ in the
mark is generic (see applicant’s Decenber 28, 1998
response, quoted previously herein) or, at best, highly
descriptive, of the goods and services involved herein.EI
Because the geographical termidentifies the nation

offering the “post office” related goods and services, the

3 W are aware that several of the separate services identified
in International Class 42 (e.g., “catering services,” “chenical
technol ogi cal research”) are certainly not typical of the goods
and services nost commonly offered by a post office. However,
International C ass 42 al so includes services such as “packagi ng
design services,” and “provision of facilities for exhibitions,”
both of which are in the nore typical real mof possible services
offered by a post office. Wth regard to the other classes of
goods and services, it is clear that each of those Internationa
O asses (9, 16, 38 and 39) involve the types of goods and
services generally offered by a post office.

12
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overall mark, BRI TISH POST OFFI CE, reinforces, rather than
detracts from the conclusion that “British” has primarily
a geographi cal significance.

Applicant submtted copies of information froma
private database of a few registrations owed by the United
States Postal Service (all but one being expired) to show
that the United States Postal Service has exclusive rights
inits name (and presunably that applicant should have such
rights in its nane); and the Exam ning Attorney submtted
phot ocopi es of four registrations, two owned by the United
States Postal Service, one by the U S. Departnent of
Commerce, and one by the British Tourist Authority, to show
that all four issued under Section 2(f) of the Trademark
Act or on the Supplenental Register, and that the Trademark
Act applies to all entities equally.

The Trademark Act contenplates that there is a subset
of applied-for marks which are not registrable on the
Principal Register in the absence of a show ng that the
mar kK has achi eved recognition as such. That is, the
statute generally excludes fromword narks that are
regi strable as inherently distinctive, words that are, for
exanple, “nmerely descriptive” or “primarily geographically
descriptive,” absent a showi ng of acquired distinctiveness.

See Wal -Mart Stores Inc. v. Samara Bros., 529 U S. 205, 54

13
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USPQ2d 1065, at 1068-1069 (2000). In the case now before
us, the application is based on applicant’s assertion of a
bona fide intention to use the mark in commerce which may
be regul ated by Congress. Applicant has made no cl ai mthat
use has commenced, and has not sought to invoke the
benefits of Section 2(f) of the Trademark Act, 15 U S.C.
8§1052(f).

We concl ude that consuners are likely to believe that
BRI TI SH POST OFFICE is primarily geographically descriptive
of applicant’s various goods and services that would
emanate from Great Britain.

Decision: The refusal to register under 18 U S. C
81729 is reversed, and the refusal to register under

Section 2(e)(2) is affirmed.
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